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6) S Claim(s) 73-83 is/are rejected. 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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DETAILED ACTION 

Response to Amendment 

1 . Applicant's amendment filed on June 3, 2005 has been entered. Claims 73 and 
75 have been amended. Claims 73-83 are currently pending. The amendment is 
sufficient to overcome the 35 USC 1 1 2 rejection set forth in section 2 of the last Office 
Action. Applicant's arguments are also sufficient to overcome the Nonstatutory Double 
Patenting rejection set forth in section 4 of the last Office Action. 

Claim Rejections - 35 USC § 102/103 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 73-80 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Feitlowitz (U.S. Patent No. 
3,809,573). 
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Feitlowitz discloses a method for imparting increased stiffness to woven and 
nonwoven fabrics (column 1 , lines 15-27). Feitlowitz teaches thoroughly impregnating 
the fabric with a polymeric composition (column 2, lines 42-49). Although Feitlowitz 
does not explicitly teach the limitations of Kawabata stiffness values or Kawabata 
surface friction values, it is reasonable to presume that said limitations are inherent to 
the invention. Support for said presumption is found in the use of similar materials (i.e. 
textile composition) and in the similar production steps (i.e. impregnating with a 
stiffening polymer) used to produce the fabric. The burden is upon the Applicant to 
prove otherwise. In re Fitzgerald, 205 USPQ 594. In the alternative, the claimed 
stiffness values would obviously have been provided by the process disclosed by 
Feitlowitz since the reference teaches adjusting the stiffness level (column 2, lines 50- 
69). Note In re Best, 195 USPQ 433, footnote 4 (CCPA 1977) as to the providing of this 
rejection under 35 USC 103 in addition to the rejection made above under 35 USC 102. 
With regard to claim 79, the textile substrate is polyester (column 2, line 72). With 
regard to claim 80, Feitlowitz teaches the polymer thoroughly impregnates the fabric 
(column 2, lines 45-46), so the polymer would form anchoring structures. 
5. Claims 73-79 and 81 rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Cross et al. (U.S. Patent No. 
5,534,298). 

Cross et al. disclose a stiff woven fabric with a polymeric coating (Abstract). 
Although Cross et al. do not explicitly teach the limitations of Kawabata stiffness values 
or Kawabata surface friction values, it is reasonable to presume that said limitations are 
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inherent to the invention. Support for said presumption is found in the use of similar 
materials (i.e. textile composition) and in the similar production steps (i.e. coating with a 
stiffening polymer) used to produce the fabric. The burden is upon the Applicant to 
prove otherwise. In re Fitzgerald, 205 USPQ 594. In the alternative, the claimed 
stiffness values would obviously have been provided by the process disclosed by Cross 
et al. since the reference teaches providing varying levels of stiffness (column 5, lines 
27-39). Note In re Best, 195 USPQ 433, footnote 4 (CCPA 1977) as to the providing of 
this rejection under 35 USC 103 in addition to the rejection made above under 35 USC 
102. With regard to claims 79 and 81, the woven textile substrate may be 150 denier 
polyester (column 5, lines 7-26) and the coating is pressed into the fabric interstices 
(column 6, lines 4-6). 

Claim Rejections - 35 USC § 103 

6. Claims 81 and 82 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Feitlowitz in view of Scholz et al. (U.S. Patent No. 6,159,877). 

Feitlowitz does not disclose the denier size of the yarn or the fabric to be warp 
knitted. Scholz et al. teach a fabric with a controlled stiffness useful as an orthopedic 
support material (column 2, lines 45-60). Scholz et al. disclose manufacturing a woven 
or warp knitted fabric (column 7, line 57 -column 8, line 21 ) with a yarn denier of less 
than 500 (column 8, lines 35-36). It would have been obvious to a person having 
ordinary skill in the art at the time of the invention to use the fabric disclosed by Scholz 
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et al. in the invention of Feitlowitz in order to provide a fabric material that is useful as 
an orthopedic support, as taught by Scholz et al. 

7. Claim 83 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Feitlowitz in view of Drelich et al. (U.S. Patent No. 3,889,024). 

Feitlowitz discloses making a nonwoven fabric (column 1 , line 45). However, 
Feitlowitz does not teach the length of the fibers. Drelich et al. teaches that nonwoven 
fabrics are conventionally made from fibers having a length between 0.5 and 2.5 inches 
(column 2, lines 36-40). Absent any specific teaching by Feitlowitz as to the length of 
the fibers, it would have been necessary, and therefore obvious to a person of ordinary 
skill in the art to use fibers with a length that is conventional in the art of nonwoven 
fabrics. Applicant's claimed fiber length range falls within what is conventional in the art 
for nonwoven fabrics. 



Response to Arguments 

8. Applicant's arguments filed June 3, 2005 have been fully considered but they are 
not persuasive. 

9. Applicant argues that the burden of proof has not shifted to the Applicant with 
regards to the Examiner's assertion that the textile composition of Feitlowitz inherently 
possesses the claimed Kawabata stiffness values and surface friction values. Applicant 
argues that Feitlowitz uses generally dissimilar materials and clearly dissimilar 
processes in creating the textile composition than Applicant does. To support this 
argument, Applicant points out that Feitlowitz uses 100% polyester fabrics and that the 
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resulting fabric in Feitlowitz is "very stiff." However, it must be pointed out that Applicant 
claims the textile substrate is polyester (claim 79). This is clearly a similar material. 
Also, Feitlowitz impregnates the fabrics with a stiffening polymer (column 1 , lines 58- 
67). This is similar to Applicant's claim of a textile substrate impregnated with a polymer 
facing to provide for a certain degree of stiffness (claim 73). In light of this, Applicant's 
argument that the materials and process are dissimilar is unclear. The Examiner has 
found prior art that meets the claimed structural and material limitations. The Office is 
incapable of performing measurements on the material of the prior art to test its 
properties. Therefore, the burden has shifted to Applicant to prove otherwise. Similar 
reasoning applies with regard to the Cross et al. reference. 

1 0. Applicant argues that Cross et al. uses a process that does not result in the 
penetration of the compound to the opposite side of the fabric. In response to 
applicant's argument that the references fail to show certain features of applicant's 
invention, it is noted that the features upon which applicant relies (i.e., penetration of the 
compound to the other side of the fabric) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

1 1 . Applicant argues that they are concerned with the smoothness of the composite 
surface, a consideration that appears to be of little or no importance to Cross et al. In 
response to applicant's argument that the references fail to show certain features of 
applicant's invention, it is noted that the features upon which applicant relies (i.e., 
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smoothness of the composite surface) are not recited in the rejected claim(s). Although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 
(Fed. Cir. 1993). 

1 2. Applicant argues that Scholz et al. do not cure the shortcomings of Feitlowitz. 
However, as addressed above, the Examiner does not believe Feitlowitz possesses the 
shortcomings argued by Applicant. 

13. In response to applicant's argument that there is no suggestion to combine the 
Scholz et al. and Feitlowitz references, the examiner recognizes that obviousness can 
only be established by combining or modifying the teachings of the prior art to produce 
the claimed invention where there is some teaching, suggestion, or motivation to do so 
found either in the references themselves or in the knowledge generally available to one 
of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 1596 (Fed. Cir. 
1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, 
one of ordinary skill in the art would use the fabric type and denier size disclosed by 
Scholz et al. in order to provide a fabric that is suitable as an orthopedic support. 

14. Applicant argues that Drelich et al. do not cure the shortcomings of Feitlowitz. 
However, as addressed above, the Examiner does not believe Feitlowitz possesses the 
shortcomings argued by Applicant. 



Conclusion 
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1 5. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeremy R. Pierce whose telephone number is (571) 
272-1479. The examiner can normally be reached on normal business hours, but works 
flextime hours. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Terrel Morris can be reached on (571) 272-1478. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Jeremy R. Pierce 
August 8, 2005 




